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On .N0vem:|>er 2%. 1999 President Clioton. signecl the; Intellecttial 
Property and Communkatiorts Omnibus Reform Act oi 1999^ ft^^ "AcD, 
The Act; significantly modined the patent laws of th;e United States by 
{i}: mandaii:ng |?ublkat!Qii of certain applicati^^ris, (2} expanding: the 
number of sttuatidns in which a patent term is extended, adding. a 
first Inventor defense to patent tnfrifig^m:ent claims for metfiods of 
doing and: conducting business, and (4) ail.owtn;g :for mcreased tliird 
party partici pation rn^ reexami nation proceectings. Some of these 
modiffeations become effective fm applications filed, on: or after 
:Moveniher:29, 2.000 while some: of these modifk atbns are already 
effective. This; article summarizes these modifications: and ideRt:i:fies 
some fa€to;rs that should^ be accaunled. for when forming" a strategic 
pate;nt plan. 

L IS Month l^lJikatbn of Some Patent %plications 

A cO;m:m0n complamt -of the; patent system in the United States is that.. 
beca.ase pending applications are ;not avarlabie to the pubiic, a 
company: that Introduces a product or develops a technology may 
discover several years later that another company^s patent was 
pending at the time of such a product introduction whfch may resxdt in 
an expensive: redesign or payment of a licensing fee to; the patentee. 

The.::A;Ct rednces this threat foy .reqa{ringthat.m;any:Utitity patent 
applications fHed on o:r after f^ovember 29:, .aooo be piiblished tB. 
months after the application's earhest priotity date. The US. Fa:tent 
and Trademark 0;fflce ('*PT0") has pnMished proposed roles 
impiementtng. the Act: that: permits public: access to the appli:catian as 
publi:Shed, and also. pe:fm:its public access to- the :prosec:ution history of 
the application. Therefore,; a competitor of the. appnoant can I'eview the 
m0difrcatlans of the claims and potential estoppel argoments set fmt^ 
by the apphcant wflhin: days.after such ;modifications and argiiments 
are filed with the PTO. 

This unfettered ac.c.ess:to the prosecution history of pending 
applications provides competitors with a new product clearance 
strategy option. l:nstead::Of waiti.n:g:untila p:atent issues, the 
tonipetftor can now aggressively analyze pend!ng.app.itcations to 
determine, the lil<ely scope^of the claims.. Aithoiigh the claims may- later 
be broadened, the^ information gleaned by reTOvving the prosecution 
;hfeto.ry provides the competitor with a better underst.anding of the: 
risks of its own product development. 

A. Af^^lieant Can Opt-out of the ^bllcatbn Requirement 

Although this pubMcatiorr requirement improyes the abi:iitv of 
competito:rs to learn^ abO:ut pendmg appycations, there are so.m.e 


significant limitations. First, an. application may be pending, for 18 
months be.rore it. is published; so there Is stiil a^ period- of time that the 
coa^petitor wi:llnot foe ;afole to review the application, :Second, the 
a;p:plicant can opt-out of the pubticatfon process if he; certifies that the 
invention disclosed in the application has not and will not be fiied in 
any countfy that requires pufolkatlon iS months after filing;. 
Essentially, the applicant; can prevent the apphcat ion from being 
pirbhshed In the U.S. U the invention claimed and disclosed in the ITS. 
application is not included in an patent app;hcation^ filed 
Intern ationaliy^ 

To; opt-out of the pu;bliGation the applicant must make a: rec|uest for 
non-pubhcatio^n and file^ a ;ce:rtiflcatiQn that the invention disclosed in 
the ;a;ppikati:on has not and will not be: ffied in any country that 
requ:ire.s p:ubli€at.fon m n^onths after^ filing at the tme offlUng. Failure 
to .opt-out at the thne of filing: will: cause the ap:p;Hcati:on to be 
published; unlesS: the apphcation is affirmativeiy abandoned several 
months .prior to the publication date. 

Patrn'^^ applicants are e.ncouraf ed^ to file such a request and 
certification with alt applications unless the applicant ;is:$ure that the 
invention: disclosed- in the application w:ill. be, or h.as been, filed 
fnternatfonaily. This strategy preserves all of the applicant's options 
since. If he later decides to file an international appilcation, the 
applicant is permitted to rescind a :non-pubhcation request at any time 
prior to 45 days after such m, international filing. Failure to meet t;his 
45 day deadline may result in the abandonment of the application. 

B. PxmMoml Rights 

If an application^ Is. pubMsheci,. the Act provides^ provisional rights to the 
applicant- These pravisionat . rights give the applicant the right to a 
reasonable royalty against one who makes,: iis.es, offers for sale or 
sells in the United States the Invention as ciai;med in the pubhshed 
application, subject to the foliovving conditions. First, the right to a 
reasonable royalty appties only to a published claim; that is 
*"su:bst3ntially identlcar to an issued claim. The ;meaning :of 
'Substantially identical" is not defined: in the statute. It may be that 
modification oT;a published: claim that ;s;ubstantively changes its scope 
wiU hot be considered to foe su;bstantlally identical with an issued 
claim. In order to maximize the potential provisional rights, applicants 
should attempt to have: a ran:ge of claims be; pa;rt of the: published 
apphcation. the range of claims should include clai:ms h:aving..a 
brc^ad scope and claims having a narrow scope. This w:ill provide the 
applicant :wlth a be:tter chance of having .some of the published claims 
be sufostantiaUy identical tO; an Issued claim since a published narrov^ 
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